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Appl. No. 10/003.219 

Reply to Office Aiaion of Sq>tenAer 3, 2003 

This amaidmeait is respon^ve to the Office Action dated September 3, 2003. ^licants 
have amended claims 8 and 22 and have canceled claim 10. Claims 1'9 and 1 1-24 are pending. 

Qpim Rejections Under 35 U.S.C. S 102 

In the Oie&ce Action/the Examiner rejected claims 8-9/11-13, and 
§ 102(b) as being antirapated by Akiyama (U.S. Pat. No. 5,8 15,342), The Examiner further 
rejected claims 8, 1 1, 12, 13, and 22 under 35 U.S.C. § 102(b) as being anticipated by Lai et aL 
(U.S. pat. No. 5,576,085). 

Applicants assert that amendments to daims 8 and.22 put aU 

for allowance. 

Claims 8^9, and ll'lS 

The Examiner ottjected to clsto 10 as bong dependent upon a rejected base 
10 would be aUowable, said the Examuier, if rewrittoim independent fonnto^ 
limitations of the base daim and any intervening claims. 

A|>idicants have amended independent dum 8 to redte tiie limitations of da^ 
have cancelled daim 10. this is equivalent to rewriting claim 10 in ind^endeot form, including all 
of the limitations of chum 8. Claim 8 is therefore in condition for allowance. 

Claims 9 and 11-13 are dependrat upon daim 8. Because claim 8 is in condition for 
allowance, claims 9 and 1 1-13 are in condition for allowanoe as well. 

Oaims 22~24 

Applicants note that, in r^ard to claims 22-24, the Examiner's Office Action is terse and 
does not "present a foil and reasoned explanation of [the] dedsion," as required by In re Lee. 61 
USPQ2d 1430, 1432 (Fed. Cir. 2002). "This standard requires that the agen(^ not only have 
reached a sound dedsion, bm. have articulated the reasons for that decisim^^ 
particular, the Examine did not make any efiTort to demonstrate hew the cited referent 
antidpate applicants' daims 22-24. 
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Although the Exaininer's decision did not Bpedficafly descrft^ 
anticipate claims 22-24, >^plicants have amended claim 22 in a -way that clarifies daim 22. In 
particular, AppKcants have amended daim 22 to redte "r^ating the shape of the transition 
width of the recorduig field." With this clarificati on, Akiyama and Lai ct al. are deariy 
distinguishable fi-om AppCcanits' claimed invoition. 

/is set forth in Applicants' disdosure^ e.g., page 8, lines 1-3 aiMi 23-26, AppKcants' 

daimed method aflEfects transition width broadening. As described in Applicants' (^sdosure,. 
Applicants' claimed method affects the shape of the recording field by afifecting the field gradiert. 
As noted on page 7, lines 2-4 and 11-12, the gradient of a conventional fidd broadens as the fidd 
penetrates the medium. By application of the method recited in claim 22, as amended, transition 
width broadening is reduced, as noted on page 8, lines 1-3 of /4)pUcants' specification. 

Neither AJdyama nor Lai et al. teadies or suggests regulating the diape of a transition 
width of a recording fidd with a permeable magnetic undcriayer, as redted in ciaini 22, as 
amended. Claims 23 and 24 depend upon claun 22. Applicants submit that the,amendment to , 
daim 22 places dahns 22-24 in condition fi>r allowance. 

Allowed Qainis 

The Examiner allowed daims 1-7 and 14-21. 

Furthermore, Applicants have ammded ind^endent daim 8 to redte the limitations of 
daim 10, and has cancelled claim 10, therd>y pladng claim 8 in condition tar allowance. 
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CONCLUSION 

All claims in this sqpplicatioh are in condition for allowance. AppUcants respectfitUy 
request recoiudderation and prompt allowance of all pending claims. Please diarge any additional 
fees or credit any overpayment to deposit account number 09-0069. The Exanuner is invited to 
telephone the below-signed attorney to discuss this application 

Date: 

Imatioii Corp. 
1 Lnation Place 
Oakdale. MN. 55128 
Tel (651) 704-3604 
Fax (651) 704-5951 



By: 




Name: EricD. Levinson 
Reg. No.: 35,814 
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